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DETAILED ACTION 
Drawings 

1. The drawings are objected to because of several line informalities, i.e. boxes with missing 
sides, and because the drawn items lack sufficient labeling (Fig. 1, 1 10b, et al). Corrected 
drawing sheets in compliance with 37 CFR L 121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed from 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency- Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in the page 
header (as per 37 CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings will not be 
held in abeyance. 

2. New corrected drawings in compliance with 37 CFR 1 . 121(d) are required in this 
application because of the reasons provided above. Apphcant is advised to employ the services 
of a competent patent draftsperson outside the Office, as the U.S. Patent and Trademark Office 
no longer prepares new drawings. The corrected drawings are required in reply to the Office 
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action to avoid abandonment of the application. The requirement for corrected drawings will not 
be held in abeyance. 

3. In addition to Replacement Sheets containing the corrected drawing figure(s), apphcant is 
required to submit a marked-up copy of each Replacement Sheet including annotations 
indicating the changes made to the previous version. The marked-up copy must be clearly 
labeled as "Annotated Marked-up Drawings" and must be presented in the amendment or 
remarks section that explains the change(s) to the drawings. See 37 CFR 1. 121(d). Failure to 
timely submit the proposed drawing and marked-up copy will result in the abandonment of the 
appHcation. 

Oath/Declaration 

4. The oath or declaration is defective, A new oath or declaration in compliance with 37 

CFR 1.67(a) identifying this apphcation by application number and filing date is required. See 

MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: it is missing. There is neither an oath or a 
declaration in the file wrapper. 

It was not executed in accordance with either 37 CFR 1 .66 or 1.68. 

The examiner requires that an oath or declaration be filed, along with proof that said oath or 
declaration had been developed or submitted prior to this office action. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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7. Claim 1 recites the limitation "one or more first devices" in claim 1 . There is insufficient 
antecedent basis for this limitation in the claim. Since there is also a first mobile device, there 
may be some confusion as to whether the other first devices may refer to this device and/or be 
devices of similar characteristics. The examiner suggests replacing this term with the phrase 
"one or more third devices" as used in claims 16, 28, and 33. 

8. A similar rejection is made in regard to claim 3 's "one or more second devices," which 
should be replaced with "one or more fourth devices." 

9. Claims 2-15 inherit these deficiencies. 

10. Where applicant acts as his or her own lexicographer to specifically define a term of a 
claim contrary to its ordinary meaning, the written description must clearly redefine the claim 
term and set forth the uncommon definition so as to put one reasonably skilled in the art on 
notice that the apphcant intended to so redefine that claim term. Process Control Corp. v. 
HydReclaim Corp., 190F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The term 
"node" in claims 8-11 is used by the claim to mean "packet or window", while the accepted 
meaning is "a network type (networking art), or a location within the tree structure (storage art)." 
The term is indefinite because the specification does not clearly redefine the term. The examiner 
suggests clarification in how the term is used, and in using less ambiguous terms. 

Claim Rejections - 35 USC §102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 1-4, 6-8, 12, 13, and 33 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Morris et al. (6,691,173). 

13. For claim 1, Morris teaches a method (abstract; col. 1, line 1 - col. 2, line 55) comprising: 

a. Establishing an instantaneous network (col. 3, lines 25-40) between a first mobile 
device (Fig. 1, #10, Ml) and a second mobile device (Fig. 1, #20, M2), each mobile 
device having ad hoc networking capability (col. 1, lines 10-60); 

b. Sending first information from the first mobile device to the second mobile device 
automatically (col. 2, lines 7-11), the first information including at least information 
received by the first mobile device (col 2, lines 3-7) fi-om the one or more first devices 
other than the first mobile device and the second mobile device (Fig. 1, #10, SI, S2, S6 
and S7) during instantaneous networks previously established between the first mobile 
device and the one or more first devices (col. 2, lines 19-22); and 

c. Storing the first information at the second mobile device (Fig. 2, #130). 

14. For claim 2, Morris teaches that the instantaneous network between the first mobile 
device and the second mobile device is a piconet (col. 3, lines 15-25). 

15. For claim 3, Morris teaches that the method further comprises: 

a. Sending (Fig. 3, #184) second information from the second mobile device to the 
first mobile device (col. 2, lines 15-20), the second information including at least 
information received by the second mobile device (col. 2, lines 11-15) from one or more 
second devices other than the first mobile device and the second mobile device (Fig. 1, 
#20, S3 and S5) during instantaneous networks previously established between the 
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second mobile device and the one or more second devices (col 3, line 50 - col. 4, line 
25); and 

b. Storing the second information at the first mobile device in a structure (Fig. 2, 
#130) in which the first information has already been stored (col. 6, lines 45-55). 

16. For claim 4, Morris teaches that the first information is stored at the second mobile 
device in a structure in which the second information has already been stored (col. 6, lines 45- 
55). 

17. For claim 6, Morris teaches that the first information includes identity information 
regarding each of the one or more first devices and identity information regarding the first 
mobile device (Table II). 

18. For claim 7, Morris teaches that the first information includes one or more of advertising 
information and dating information (col 3, lines 55-57, service advertisement), 

19. For claim 8, Morris teaches that the first information is divided into nodes (Table I). 

20. For claim 12, Morris teaches that the at least one of the one or more first devices and the 
one or more second devices is a mobile device (col 6, lines 20-25; device ^ laptop). 

21 . For claim 13, Morris teaches that the at least one of the one or more first devices and the 
one or more second devices is a stationary device (col 6, lines 20-25; device ^ desktop). 

22. For claim 33, Morris teaches a method (abstract) for communicating information (col 1, 
lines 5-10) from a first device (Fig. 1, #10, Ml) to a second device (Fig. 1, #20, M2) via an 
intermediary mobile device (Fig. 1, S4), each of the first device, the second mobile device and 
the intermediary mobile device having ad hoc networking capability (col 1, lines 10-65), the 
method comprising: 
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a. Providing a first ad hoc network including at least the first device and the 
intermediary mobile device (col 3, lines 25-40); 

b. Transmitting information from the first device to the intermediary mobile device 
through the first ad hoc network through which the information is provided from the first 
device to the intermediary mobile device (col. 2, lines 3-11); 

c. Storing the information in the intermediary mobile device (Fig. 2, #130); 

d. Estabhshing a second ad hoc network including at least the intemiediary mobile 
device and the second mobile device (col. 3, lines 25-40); and 

e. Automatically sending the information from the intermediary mobile device to the 
second mobile device (col. 2, lines 1 1-20). 

Claim Rejections - 35 USC §103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

24. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morris as appHed 
to claims 1,3,4 above, and further in view of Briancon (6,640,222). 

25. For claim 5, Morris does not expressly disclose that each of the structure at the first 
mobile device and the structure at the second mobile device is a tree structure. Briancon teaches 
a method (abstract) of data handling and synchronization (col. 1, lines 8-1 1) in which storage 
structures are tree structures (col. 4, lines 35-45). At the time the invention was made, one of 
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ordinary skill in the art would have used a tree structure in Monis for better searching and 
estimating purposes (col. 3, hues 19-25). 

26. Claims 9-11, 14, and 16-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Morris as apphed to claims 1 and 8 above, and further in view of Hild et al. (6,532,368). 

27. For claim 9, Morris does not expressly disclose that each node contains an associated 
decay value, such that information contained in the node decays over time and the node is 
deleted upon expiration. Hild teaches a method (abstract) of sharing service advertisements 
through an ad-hoc wireless network (col. 1, line 1 - col. 6, line 15) in which an associated decay 
value ("expiry time") follows these limitations (col. 8, lines 33-47). At the time the invention 
was made, one of ordinary skill in the art would have used an expiry time in Morris data in order 
to implement more advanced device-tracking techniques desired in Morris (col 5, hues 20-55) 
and Hild (col. 4, lines 30-45). 

28. For claim 10, Morris teaches that storing the first information at the second mobile device 
comprises copying each node of the first information into the structure (Table IV), but does not 
expressly disclose including the associated decay value contained in the node. Hild teaches this 
limitation (Fig. 2, "expiry time"). At the time the invention was made, one of ordinary skill in 
the art would have used this storage in Morris in order to determine if the device is present and 
still providing said service (col. 12, lines 9-45). 

29. For claim 11, Morris teaches that storing the &st information at the second mobile device 
comprises copying each node of the first information into the structure (Table III), but does not 
expressly disclose updating the associated decay value contained in the node. Hild teaches this 
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limitation (col. 8, lines 47-60). At the time the invention was made, one of ordinary skill in the 
art would have added these features to Morris in order to assist in service updating (col 8, line 
65 - col. 9, line 3) and to fulfill Morris' desire to update advertisements (Morris, col 5, lines 5- 
20). 

30. For claim 14, Morris teaches that the first information decays over time, such that the 
first information is deleted upon expiration. Hild teaches these limitations (col 8, lines 33-47). 
At the time the invention was made, one of ordinary skill in the art would have used an expiry 
time in Morris data in order to implement more advanced device-tracking techniques desired in 
Morris (col 5, lines 20-55) and Hild (col. 4, lines 30-45), 

3 1 . Claim 1 6 is drawn to a software system that implements the method drawn in claim 1 , but 
adds exchanging configuration information between the devices, each of the first device and the 
second device having a current configuiation selected from at least a send-only configuration and 
a send-and-receive configuration, the sending of information based on the configuration of each 
device. Morris does disclose the exchange of configuration information (col 4, line 30 - col 5, 
line 5), but does not expressly disclose the transfer of data related to seiid/receive preferences. 
Morris teaches these limitations (col. 9, lines 4-25). At the time the invention was made, one of 
ordinary skill in the art would have used this feature in Morris in order to conserve power (col 9, 
line 7). It is well known in the art that a system implementation is functionally equivalent to the 
underlying method. Therefore, since claim 1 is rejected, and given the teachings above, claim 16 
is also rejected for the reasons above. A teaching that shows the functional equivalence will be 
included upon request. In this case, the first and second mobile devices of claim 1 may or may 
not be mobile, and are thus referred to as first and second devices. 
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32. Claims 17-23 are drawn to a software system that implements the method drawn in 
claims 2-4 and 8-11, respectively. It is well known in the art that a system implementation is 
functionally equivalent to the underlying method. Therefore, since claims 2-4 and 8-11 are 
rejected, claims 17-23 are also rejected for the reasons above. A teaching that shows the 
functional equivalence will be included upon request. 

33. For claim 24, Morris teaches that the at least one of the first device and the second device 
is a mobile device (col. 6, lines 20-25; device = laptop). 

34. For claim 25, Morris teaches that the at least one of the first device and the second device 
is a stationary device (col. 6, lines 20-25; device = desktop), 

35. For claim 26, Morris teaches that the first device has Bluetooth communication capability 
that enables the ad hoc networking capability (col. 3, lines 13-25). 

36. For claim 27, Morris does not expressly disclose that the first device has 802. 1 lb 
communication (Wi-fi) capability that enables the ad hoc networking capability. Morris does 
teach that other wireless protocols may be used (col. 3, lines 20-25) and that a first piconet may 
have a different protocol fi-om a second piconet (col. 3, lines 35-40). Hild teaches this limitation 
(col. 4, lines 5-45; col. 9, lines 35-67). At the time the invention was made, one of ordinary skill 
in the art would have used wireless LAN to connect with existing ad-hoc wireless networks and 
to allow power conservation (col. 9, lines 38-40). 

37. Claims 28 and 29 are drawn to a hardware system that effectively describes the 
limitations of the software system drawn in claims 16 and 17, respectively. It is well known in 
the art that hardware and software embodiments of the same method and fiinctional limitations 
are equivalent. Therefore, since claims 16 and 17 are rejected, claims 28 and 29 are also rejected 
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for the reasons above. A teaching regarding the hardware/software equivalence is available upon 
request. 

38. For claim 30, Morris teaches that the device is a mobile device selected from a group of 
mobile devices comprising: a wireless phone and a personal-digital assistant (PDA) device (col. 
6, lines 20-25; device = hand-held electronic organizer). 

39. Claim 3 1 is drawn to a hardware system that implements the method drawn in claims 8 
and 9. It is well known in the art that a system implementation is functionally equivalent to the 
underlying method. Therefore, since claims 8 and 9 are rejected, claim 3 1 is also rejected for the 
reasons above. A teaching that shows the functional equivalence will be included upon request. 

40. For claim 32, Morris teaches that the device comprises one or more of an input 
component and a display component (col. 6, lines 20-25; devices listed inherently have input and 
display components by definition). 

41. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morris as applied 
to claim 1 above, and further in view of Davies et al. (6,664,891). 

42. For claim 15, Morris does not expressly disclose how the first information is formatted. 
Davies teaches a method (abstract) of information delivery within wireless networks (col. 1, line 
1 - col. 4, line 30) in which the first information is formatted according to a markup language 
(col. 8, lines 14-16). At the time the invention was made, one of ordinary skill in the art would 
have used the markup language in Morris to determine implementation features of the message 
system and to provide a system that would make it easier for users to develop service 
advertisements (col. 8, lines 8-20). 
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Conclusion 



43. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Melvin H Pollack whose telephone number is (703) 305-4641. 
The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305-4003. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appHcations 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
appHcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

MHP 

30 September 2004 



RUPAL DHARIA 
SUPERVISORY PATEfMT EXAMINER 




